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Art Unit: 2872 

DETAILED ACTION 
Response to Amendment 

1 . The present Office action is made in response to the amendment filed by 
applicant on 5/24/2005. It is noted that since the amendment contains an incorrect serial 
number, i.e., 10/664431, and thus the amendment has not been entered into the correct 
application until a telephonic conversion between the Examiner in charger of the 
present application and the applicant's representative, Rhonda L. Sheldon. The 
incorrect serial number appeared on the amendment is now changed to --10/644,431- 
and the amendment is now entered into the present application. 

2. In the amendment, applicant has made changes to the specification and the 
claims. Regarding to the claims, applicant has amended claims 18 and 21 and added 
new dependent claims 31-35 into the application. As a result, the pending claims are 

_ i _ : a r\ r\ #- i r\ a r\r? /ki.i f>\ — \ A A —7 I r\/y on — I I U. . — i: X XI 

uaims io-^o anu o i-oo (inuic oiainib 1-1/ aiiu ^o-ou weie uanueieu uy apyiiuani in uic 
pre-amendment of 8/20/2003) in which claims 22-24 are non-elected claims. Claims 
18-21, 25 and 31-35 are examined in this Office action. 

Claim Rejections - 35 USC § 103 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

4. Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bawolek 
in view of Seok et al (U.S. Patent No. 5,909,950) (both of record). 

Bawolek discloses a microscope having an illuminating system and an image unit 
for receiving and analyzing the image of an object illuminated by the illuminating 
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system. The microscope as described in columns 1-3 and shown in figs. 1-4 
comprises the following structures: An illuminating system having two light 
sources (40, 42) whose operation is controlled by an interface (44) or a switch 
(23) wherein one of the light source is ON while the other is OFF based on a 
particular illumination pattern; an image unit having digital elements for receiving 
the image of an object (38) illuminated by a particular light source wherein the 
output of the image unit is guided to a computer system for the purpose of 
analyzing the optical feature of the object. It is noted that the color of the image 
unit is adjusted via a system having computer and mouse for the purpose of 
balancing the color. See column 3. 

The only feature missing from the microscope provided by Bawolek is that he 
does not clearly disclose the use of a detector for detecting the ON or OFF state 
of a light source. However, the use of a switching system having a detector for 
detecting whether a light source is ON or OFF is known to one skilled in the art 
as can be seen in the switching system provided by Seok et al. In particular, 
Seok et al disclose a switching system connecting to a light source and a 
detector wherein the detector is used to show the status of the light source on the 
basis of a switching operation. See columns 1-3. Thus, it would have been 
obvious to one skilled in the art at the time the invention was made to utilize a 
switching system having a detector for detecting the status of a light source as 
suggested by Seok et al for the purpose of informing a user the ON or OFF 
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status of a light source in a system to avoid the confusion to a user of a system in 
use. 

Allowable Subject Matter 

5. Claims 18-21 and 34-35 are allowed. 

6. Claims 31-33 are objected to as being dependent upon a rejected base claim, 
but would be allowable if claim 31 is rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

7. The following is a statement of reasons for the indication of allowable subject 
matter: 

The method as claimed in claim 18 and the apparatus as recited in claim 31 are 
patentable with respect to the cited art by the limitations related to the feature 
related to the arrangement of the imaging unit and the base supporting the 
imaging unit wherein the imaging unit is removable from the base and the system 
comprises a detector for detecting the ON/OFF state of the light associated with 
the removably imaging unit with respect to the base. While the use of a 
microscope having a base for removably supporting an image unit is known to 
one skilled in the art; however, the cited art does not disclose a method for 
detecting the on/off state of a first light source associated with an image unit and 
a second light source associated with a base removably supporting the image 
unit which method comprises the step of setting a color balance of the imaging 
unit based on the analysis of the image, the on/off of at least one light source and 
the nature of the light as claimed. 
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Response to Arguments 

8. Regarding to the rejections of claims 1 8-1 9 under 35 USC 1 03(a) over the art of 
Leiter and the rejection of claims 18 and 30 under 35 USC 103(a) over the art of 
Bawolek, the amendment to the claim 18 by adding the limitation of dependent claim 21 
into the claim 1 8 is sufficient to overcome the rejections, and thus those rejections are 
now withdrawn. 

Regarding to the rejection of claim 25 under 35 USC 103(a) over the combination 
of art provided by Bawolek and Seok et al, applicant's arguments filed on 5/24/05, page 
6, the third full paragraph have been fully considered but they are not persuasive. 

In response to applicant's argument that the art of Seok et al is nonanalogous art, 
it has been held that a prior art reference must either be in the field of applicant's 
endeavor or, if not, then be reasonably pertinent to the particular problem with which the 
applicant was concerned, in order io be reiied upon as a basis for rejection of the 
claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 
1992). In this case, the art of Seok et al is directed to a switching system connecting to 
a light source and a detector wherein the detector is used to show the status of the light 
source on the basis of a switching operation. See columns 1-3. The use of a light 
source system having two light sources (40, 42) whose operation is controlled by an 
interface (44) or a switch (23) wherein one of the light source is ON while the other is 
OFF based on a particular illumination is clearly disclosed by the primary reference, 
Bawolek. While he does not clearly disclose the use of a detector for detecting the ON 
or OFF state of a light source, however, it would have been obvious to one skilled in the 
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art to use a detecting system having a detector for detecting whether a light source is 
ON or OFF for the purpose of informing a user the ON or OFF status of a light source in 
a system to avoid the confusion to a user of a system in controlling the operation of the 
system. One of such a detecting system is provided by Seok et al. Applicant should 
further note that the test for obviousness is not whether the features of a secondary 
reference may be bodily incorporated into the structure of the primary reference; nor is it 
that the claimed invention must be expressly suggested in any one or all of the 
references. Rather, the test is what the combined teachings of the references would 
have suggested to those of ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA1981). 

In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

Conclusion 

9. This application contains allowable claims 18-21 and 34-35 and objected claims 
31-33. However, the application still contains claims 22-24 which direct to an invention 
non-elected with traverse in the reply filed on 11/29/2004. Applicant should cancel the 
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noted claims or take other appropriate action (37 CFR 1 .144) in response to this Office 
action. 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thong Q. Nguyen whose telephone number is (571) 
272-2316. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Drew A. Dunn can be reached on (571) 272-2312. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contac^he Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Thong Q Nguyen 
Primary Examiner 
Art Unit 2872 



